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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Oesterling et al (US 5,135,008) in view of Draghetti et al (US 5,474,091). Oesterlin et al 
discloses a method of making filter-tipped cigarettes. The method comprises: 

Feeding a first double cigarette tobacco articles (3) as shown in figure 1, with a 
standard pitch of 37.7mm (See Col. 14, lines 27); 

the claimed feeding through a cutting station of the double cigarettes is done by 
conveyors 4 and cutting device 6 to thus create respective pair portions 7a and 7b; 

the claimed spacing means for separating the respective portions is disclosed in 
bridging paragraph of Col. 8-9; 

the claimed interposing a double cigarette is shown in figure 3 by the insertion of 
filter 16 to form the claimed second articles 22; 

the claimed rolling a respective strip onto second articles to form a third article is 
depicted by elements 32 in figure 1 and strip 29 in figure 3; 

the third articles as shown in figure 3 are cut by mechanism 37 shown in figure 
which forms the claimed two fourth articles; 

the fourth articles are then placed onto a turnover unit deemed as conveyor 54. 



Application/Control Number: 10/519,275 Page 3 

Art Unit: 1791 

The claimed first portion is deemed as the path formed by conveyors 4 and 8. 
The juncture of first portion with second portion would occur at the nip of conveyor 8 
and 9 as shown in figure 1 . Consequently, the path taken by the cigarettes after the 8/ 
9 nip is deemed as the claimed second portion to thus obtain a second portion defined 
as the path downstream the 8/9 nip while on conveyor 9, and the path formed by 
conveyors 21, 31 and 34. 

Oesterling reduces its pitch at the second portion while on conveyor 34, to thus 
provide a pitch reduction that occurs after the rolling of the strip 29 by conveyor 31 . 
Osterling is silent making a pitch reduction prior to the rolling of the cigarette, meaning 
Osterling is silent making a pitch reduction on rollers 21 or 9. 

However, Draghetti teaches that a pitch reduction should be made upstream the 
rolling station because during the rolling of the wrapper onto the double cigarette, if the 
speed of the cigarettes traveling along the path is too high then tobacco may spill from 
the open ends of the cigarette (See col 1 , lines 27ff and Col. 2, lines 27ff). 
Following teachings of Draghetti, a person of ordinary skill in the art would be limited to 
slowing down the speed of the cigarette in Oesterling's device at either conveyors 31 , 
21 , 9, 8 or 4 (essentially at 5 different points that are upstream of rolling station). 
Hence, in view of the limited possibility and reasonable expectation of success, it would 
have been obvious to a person of ordinary skill in the art to have placed the pitch 
reduction at any of the noted positions (wherein positions 4 and 8 are before interposing 
a double filter) in order to provide cigarettes at low speeds to prevent tobacco spill. 
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Furthermore, it has been held that "a person of ordinary skill has good reason to 
pursue the known options within his or her technical grasp. If this leads to the 
anticipated success, it is likely the product of not innovation but of ordinary skill and 
common sense." KSR International Co. v. Teleflex Inc. , 550 U.S. 820 USPQ2d 1385 
(2007). 

Here, in view of the limited possibilities and the fact that the prior art teaches of 
pitch change to effectuate rolling speed prior to rolling the cigarettes, it would be 
deemed within the grasp of a person of ordinary skill in the art to try the limited 
alternatives with reasonable expectation of success (slower rolling speed). 

Hence, the claimed modification of the prior art to now choose a specific 
alternative envisioned by the prior art is not a product of innovation but rather common 
sense by a person of ordinary skill in the art to try the limited alternatives to effectuate 
the same result. 

As for claims 2-3, the claimed reduction is disclosed in Col. 2, lines 15ff. 

As for claims 4-5, the claimed language does not provide any structural features. 
Here, one can easily designate the conveyor where the pitch reduction occurs and 
name it as the claimed juncture of the first and second portions. Hence, designating 
regions of a tobacco machines is merely an exercise in nomenclature. 

As for claims 6-10, figure 3 of Oesterling discloses the claimed pitch reductions. 
Response to Arguments 

Applicant's arguments filed 6/2/09 have been fully considered but they are not 
persuasive. Applicant argues that 1 ) Draghetti's pitch reduction is done "immediately 
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upstream from the rolling drum"; and 2) that the instant invention is concerned with 
speed reduction at the insertion of the filter unlike Draghetti's focus of speed reduction 
during the rolling of the cigarette wrapper about the cigarette-filter tip assembly. 

In regards to the first assertion, Draghetti address it in claim 1 providing for a 
pitch reduction "upstream the rolling station", at Col 2, lines 30 Draghetti providing that a 
"preferred embodiment..." is a pitch reduction done "upstream the rolling station", and 
in the abstract reciting that the pitch reduction is "immediately upstream from the rolling 
drum." Hence, as one can see, to characterize Draghetti as narrowly teaching that pitch 
reduction is done immediately is a mischaracterization of Draghetti and based on the 
langauge of claim 1 and the disclosed preferred embodiment of Draghetti. Hence, the 
argument on the basis that Draghetti should narrowly be construed to teach that pitch 
reduction is done immediately upstream the rolling station is unpersuasive. 

What Draghetti teaches based both on the preferred disclosure and claim 
language is that the pitch reduction is done prior to rolling station in order to assure that 
tobacco does not exit from the wrapped cigarette. Hence, in view of the limited 
possibilities as set forth in the above rejection and with reasonable expectation of 
success, it would have been obvious to a person of ordinary skill in the art to have 
placed the pitch reduction at any of the noted positions in order to provide cigarettes at 
low speeds to prevent tobacco spill. 

In response to applicant's argument 2) that the instant invention is concerned 
with speed reduction at the insertion of the filter, the fact that applicant has recognized 
another advantage which would flow naturally from following the suggestion of the prior 
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art cannot be the basis for patentability when the differences would otherwise be 
obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

Here, applicant's basis of patentability appears to be that it is concerned with 
speed reduction at the filter insertion section. However, such concern is not reflected in 
the manner the apparatus is structurally defined. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CARLOS LOPEZ whose telephone number is (571)272- 
1 193. The examiner can normally be reached on Mon.-Fri. 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571 .272.1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Carlos Lopez/ 
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